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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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DETAILED ACTION 



Claim Rejections r 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

1 . Claim 8 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 



Regarding claim 8, the phrase "first and second levers a rhombic arrangement of at least 
four second levers" renders the claim indefinite. It is unclear how many first levers there are in 
this configuration. In addition, neither the specification nor the drawings disclose such 
configuration having first and second levers a rhombic arrangement of at least four second 
levers. Therefore, it is unclear of the configuration being claimed. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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2. Claims 1-3 and 15 are rejected under 35 U.S.C. 102(b) as being unpatentable by Hanada 
(US Patent 5,400,170). 

Regarding claim 1, Hanada (figures 2 and 3) is interpreted as disclosing an adjustable 
pinhole for the illumination beam path of a laser scanning microscope, comprising that the 
pinhole 2 is defined by foil edges which are adjustable relative to one another, the foils have 
solid-state joints (see reference 7 of figure 2), which are driven by motor 5 are provided for 
ad justing the foil edges, a referencing of the stepping motor drive is carried out by means of a 
path measuring system and/or an optical detector for detecting the amount of light passing 
through the pinhole (col. 2, lines 48-67; col. 3, lines 15-20, 35-40), wherein the pinhole can be 
closed in such a way that the foils overlap and at least one of the foils has an offset to prevent 
collision (see figure). 

Regarding claim 2, Hanada (figure 3) is interpreted as further disclosing that wherein at 
least two foils 1, each with at least one straight edge 2, are arranged relative to one another 
and/or connected to one another in such a way that their edges describe an L-shape and the L- 
shaped connection pieces are arranged on one another in such a way that they define a rhombic 
or square light passage and are moved relative to one another for adjusting the pinhole (col. 4, 
lines 1-30). 



V 
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Regarding claim 3, Hanada (figure 3) is interpreted as further disclosing that the 
movement direction is the direction of the bisecting line of the angle defined by the L-shape or of 
another angle lying within the defined angle. 

Regarding claim 15, the process for manufacturing an adjustable pinhole comprising the 
step of producing foil edges defining the pinhole by cutting the foil material in a straight line 
individually or in composite on at least one side would be inherent from Hanada's figure 2. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior ail are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hanada (US 
Patent 5,400,170), as applied to claim 15, in view of Bell et ah (US Patent 5,105,582). 

Regarding claim 16, Hanada is interpreted as disclosing all the claimed limitations as 
described above except that the foil edges are treated, preferably by grinding, subsequent to 
cutting. Within the same field of endeavor, Bell is interpreted as disclosing the teaching that 
sharpening can be accomplished by grinding a cutting surface to form sharp edges (col. 3, lines 
1 -3). Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
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invention was made to grind the cut edges for the purpose of sharpening the edges and improving 
accuracy. 

Response to Arguments 

4. Applicant's arguments filed 12/12/06 have been fully considered but they are not 
persuasive. 

Regarding claims 1 and 15, the Applicant argues that Hanada discloses a scissor-like 
closure mechanism for a pinhole and does not teach or suggest foil edges as disclosed in the 
claimed invention. However, the broad claim language does not distinguish between the foil 
edges and the closure mechanism of the prior art. Therefore, the prior art still read on the 
language of claim 1. 

Regarding claim 16, the Applicant argues one skilled in the art would not combine the 
teachings of using the method in cutting a golf cup to that of a laser scanning microscope. 
However, the rejection does not rely on the golf manufacturing technology. The rejection simply 
rely on Bell's teaching to show an obvious concept that sharpening can be accomplished by 
grinding a cutting surface to form sharp edges. 

Allowable Subject Matter 

5. Claim 1 1 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. The following is a statement of reasons for the indication of allowable 
subject matter. Regarding claim 1 1, the prior art fails to disclose a stepping motor which drives 



Application/Control Number: 10/669,394 



Page 6 



Art Unit: 2873 

by two spindles running in the same direction, a plurality of plates which are displaceable at 
different pitches, the foils being fastened to the plurality of plates. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jack Dinh whose telephone number is 571-272-2327. The 
examiner can normally be reached on M-F (9:30 AM - 6:00 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ricky L. Mack, can be reached at 571-272-2333. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



Jack Dinh 
03/08/07 




LohaBen 



